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Applicant(s): PETERSON etal. m ^ 3 
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Serial No: 
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Assistant Commissioner 
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Certificate of Mailing (37 CFR 1.8(a)) 

I hereby certify that this paper (along with any 
^ I referred to as being attached or enclosed) is being deposited 
with the United States Postal Service on the date shown below 
with sufficient postage as first class mail in an envelope 
addressed to: Assistant Commissioner for Patents, 
Washington, DC 20231. 



(Date) 



Signature of Fran Goldston 



Sir: 



TRANSMITTAL LETTER - Witli Supplimental IDS 



Applicant is concerned that confusion may arise due to a Preliminary Amendment and an 
Information Disclosure Statement (IDS) having been submitted, and that this might imperil this 
case receiving the full benefit of 37 CFR 1 ,496(b), specifically that the application might not "be 
taken up out of order." 

With respect to the Amendment, it corrects an obvious one word error. We trust that the 
trivial nature of this is evident and that the speed of national examination will not be effected. 

With respect to the original IDS, it failed to note that the cited references were merely 
those of the International Search Report (ISR). Enclosed herewith is a revised IDS, different only 
in that it includes a statement that reference disclosure is merely for completeness and also 
urging that the references are not relevant to further examination. 

In view of the present application satisfying the criteria of PCX Article 33(l)-(4) and the 
clarifications now made, we respectfully ask for a prompt and favorable national examination. 



Hickman Stephens Colieman & Hughes, LLP 

P.O. Box 52037 

Palo Alto, Cahfomia 94303 



Telephone: 
Facsimile: 



408.558.9950 
408.558.9960 



Respectfully Submi 




Raymond E. Roberts 
Reg. No. 38,597 
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Practitioner's DocKeCJSla^^\_jf !: 1_ PATENT 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Patent application 

PETERSON et al. 

lnventor(s) r:! 

^ DIGITAL CONTENT VENDING, DELIVERY AND MAINTENMSfCE SYSTEM ^ - _ . 

for ^ — :x) 

Title of Invention ^ n 

^ o 

x: » rn 

the specification of wliich Is being transmitted herewith ^ ^ ^ 

^ s m 



OR 



In re application of: PETERSON et al. g 

Application No.: 09 /423,025 Group No.: 2761 

Filed; 10/28/99 ^ Examiner: UDdssigned 

For DIGITAL CONTENT VENDING, DELIVERY^ At^^'MZOM^ SYSTES^I 



Assistant Commissioner for Patents 
Washington, D.C. 20231 



DEFORMATION DISCLOSURE STATEMENT 



CERTIFICATION UNDER 37 C.F.R. §§ 1.a(a) and 1.10* 

(When using Express Mail, the Express Mail label number Is mandatory; 
Express Mail certification Is optional) 

I hereby certify that, on the date shown below, this con*espondence is being: 

MAILING 

deposited with the United States Postal Service in an envelope addressed to the Assistant Commissioner 
for Patents, Washington, D.C. 20231 

37 C.F.R, § 1.8(3) 37 C.F.R, § 1.10* 

with sufficient postage as first class mail. □ as "Express Mail Post OfTice to Addressee" 

Mailing Label No (mandatory.) 

TRANSMISSION 

□ transmitted by facsimile to the Patent and Trademark Office,^ 

/ / Signatur^r 
Date:^MzM ^ 



(type or print name of person certifying) 

*WARNING: Each paper or fee filed by Express Mail must have the number of the "Express Mail" mailing label 
placed thereon prior to mailing. 37 C.F.R, § 7.tO(b/ 

''Since the filing of correspondence under § 1, 10 without the Express Mail mailing label thereon 
is an oversight that can be avoided by the exercise of reasonable care, requests for waiver of this 
requirement will not be granted on petition. " Wotfce of Oct 24, 1996, 60 Fed. Reg. 56,439, at 56,442. 

(Information Disclosure Statement [6-1]— page 1 of ? ) 



NOTE: "An information disclosure statement shall be considered by the Office if filed by the applicant: 

(1) Within three months of the filing date of a national appPication; 

(2) Within three months of the date of entry of the national stage as set forth In § 1.491 in an 
international application; or 

(3) Before the mailing date of a first Office action on the merits, whichever event occurs last" 
37 CF.R t97(b), 

NOTE: "Each individual associated with the Wing and prosecution of a patent application has a duty of candor 
and good faith in dealing with the Office, which includes a duty to disclose to the Office all information 
known to that individual to be material to patentability as defined in this section^ 37 CF.R, 1.56(^. 

individuals associated with the filing or prosecution of a patent application within the meaning of 
this section are: 

(1) each inventor named in the applicatson; 

(2) each attorney or agent who prepares or prosecutes the application: and 

(3) every other person who is sut)Stantivety Involved In the preparation or prosecution of the application 
and who is associated with the inventor, with the assignee or with anyone to whom there is an obligation 
to assign the application.'' 37 CF.R 7.56fe). 

NOTE: The "duty as described in § 1.56 will be met so long as the information in question was cited by the 
Office or submitted to the Office in the manner prescribed by §§ 1.97i]b) - (d) and 7.98 before issuance 
of the patent." Notice of January 9, 1992, 1135 O.G. 73 -25 at 17. 

WARNING: "No information disdosure statement niay be filed in a provisional application." 37 C.ER. § 1.51(b). 

List of Sections Forming Part of This Information Disclosure Statement 

The following sections are being submitted, for this Infonmation Disclosure Statement: 

(check sections fofwing a part of this statemer^t: discaixl unused sections 
and number pages consecutively) 

1. H Preliminary Statements . 

2. Ca FORM PTO-1449 (PTO/SB/08A and 086) 

3. □ Statement as to information Not Found in Patents or Publications 

4. □ Identification of Prior Application In Which Listed Infomnation Was Already Cited 

and for Which No Copies Are Submitted or Need Be Submitted 

5. □ Cumulative Patents or Publications 

6. □ Copies of Listed Infomnation Items Accompanying This Statement 

7. □ Concise Explanation of Non-English Language Listed Infomnation Items 

7A. □ EPO Search Report 

78. □ English Language Version of EPO Search Report 
. 8. □ Translation(s) of Non-English Language Documents 

9. JS, Concise Explanation of English Language Listed Information Items (Optional) 

1 0. la Identification of Person{s) Making This Information Disclosure Statement 

(complete the following, if appropriate) 

Sections (none) , respectively, have been continued on ADDED PAGE{S). 

NOTE: "Once the minimum requirements are met, the examiner has an obligation to consider the information. " 
Notice of April 20, 1992 (1138 O.G. 37-47, 37). 

(Inrformation Disclosure Statement 16-1}— page 1 of -I — ) 



Section 1. Preliminary statements 

Applicants submit herewith patents, publications or other information, of which they are 
aware that they believe may be material to the examination of this application, and in respect 
of which, there may be a duty to disclose. 

The filing of this information disclosure statement shall not be construed as a representa- 
tion that a search has been made (37 C.F.R. 1.97(g)), an admission that the Information 
cited is, or is considered to be, material to patentability, or that no other material information 
exists. 

The filing of this Information disclosure statement shall not be construed as an admission 
against interest in any manner. Notice of January 9, 1992, 1135 O.G. 13-25, at 25. 



(Inlormation Disclosure Statement — Section 1. Preliminary Statements [6-1] — page -^2 — of — ) 



Section 2. Form PTO - 1449 (Modified) (PTO/SB/09A and 08B) 



NOTE: With respect to the list required by paragraph (bj of 37 C.F.R 1.98, the Notice of April 20, 1992 (1 138 
O.G. 37-41) poir)ts oat that: 

''The list may not be incorporated into the spedfication but must be submitted in a separate paper. 
A separate list is required so that it is easy to confirm that applicant intends to submit an information 
disclosure statement, and because It pmvides a readily available checklist for the examiner to indicate 
which identified documents have been considered, A copy of a separate list will also provide a simple 
means of communication to applicant to indicate the listed documents that have been considered and 
those listed documents that have not been considered. Use of form PTO'1449, "information Disclosure 
Citation, is encouraged." 

NOTE: "An information disclosure statement may include two list[s Qand two certificatlonsO] . . . /n situations 
where some of the information listed was cited in a communication from a foreign patent office not 
more than three months prior to filing the statement and some was not, but was not known more than 
three months prior to filing the statement." Notice of April 20, 1992 0138 O.G. 37-47. 40), 

NOTE: With respect to the examiner's consideration of the Information Disclosure Statement, the Notice of 
April 20, 1992 (1 138 O.G. 37-41) states: 

"If information is listed in the specification rather than in a separate paper, or if the other content 
requirements "* are not complied with, the examiner will notify applicant in the next Office action that 
the information has not been considered. It should be noted, however, that no copy of a U.S. patent 
application is required to be submitted. ***Wherea U.S. patent application is property cHed, theexamlner 
should obtain access to that file within the Office. 

''Examiners must consider ail citations submitted in conformance with </)e niles and this section and 
place their Initials adjacent [sic] the citations on a list or in the boxes provided on a form PTO-1449. 
If the citations are submitted on a list other than a form PTO'1449, the examiner may write "all 
considered" and his or her initials to Indicate that all citations have been considered. If any of the citations 
are considered, a copy of tiie submitted list or form, as reviewed by the examiner, will be returned to 
the applicant with the next communcatton. The original copy of the form wilt be entered into the 
application file. The copy retumed to applicant will serve both as acknowledgement of receipt of the . 
information disclosure statement and as an Indication that the references were considered by the 
examiner. Fonns PTO-326 and PTOL'37 include a box to Indicate the attachment of form PTO-1449. 

"Information which compiles with requirements as discussed in this section but which is in a non-English 
language will be considered in view of the concise explanation submitted and insofar as it is 
understood on Its face, e.g., drawings, chemical formulas, in the same manner that non-Engiish language 
information in Office search files is considered by examiners in conducting searches. The examiner need 
not have the information translated unless it appears to be necessary to do so. *•* The examiner should 
not require that a translation be filed by applicant. The examiner should not make any comment such 
as that the non-English language information has onty been considered to the extent understood, since 
this fact is inherent. 

"Since information is required to be listed in a separate paper rather than in the specification, there 
is no need to mark "All checked" or "Checked" in the margin of a spedfication containing citations. 
"If a statement fails to comply with the requirements as discussed in this section for an item of 
information, a line should be drawn through the citation to show that it has not been considered. The 
other items of Information listed that do compty with the njles and tills section will be considered by 
the examiner and will be appropriately initialed. 

***** 

"A citation listed on form PTO-1449 and considered by the examiner in accordance with this section 
will be printed on the patent. A citation listed in a separate paper, equivalent to but not on form PTO- 
1449. and considered by t/ie examiner in accordance with this section will be printed on the patent 
if the list is on a separate sheet which is clearty identified as an Information disdosura statenwnt and 
the list lends Itself to easy capture of the necessary information by the Office printing contractor, i.e., 
each item of information is listed on a single line, tiie lines are at least double-spaced from each other, 
the Information is unifonv in format for each listed item, the list indudes a column for the examiner's 
initials to Indicate that the Information was considered. If a citation is not printed on the patent but 
has been considerd by the examiner in accordance with this section, the patented file wilt reflect that 
. fact. . . " . 

(Information Disclosure Statement — Section 2. FORM PTO-1449 (Modified) t6-1l — page Jf of ■ ^ ) 
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Section 9. Concise Explanation of English Language Listed information 



NOTE; 'Applicants may, If they wish, provide a concise explanation of why English-language information is being 
submitted and how it is understood to be relevant. Concise explanations are helpful to the Office, 
particularly where documents are lengthy and complex and applicant is av^are of a section that Is highly 
relevant to patentability or where a targe number of documents are submitted and applicant is aware 
that one or more are highly retevant to patentability." Notice of April 20, 1992 (1136 O.G. 37-41, 38). 



These references and tMs IDS are provided merely for cortpleteness. 

These references are those that were cited in the PCT ISR. 

Accordingly, we urge that these references are not relevant to 
further, examination of this application 



Items (OPTIONAL) 



(information Disclosure Statement— Section 9. Concise Explanation of English Language Listed Information 

Items (OPTIONAL) [6-1l-i5age _2_ of ^ ) 



Section 10. Identification off Person(8) Making This Information 
Disclosure Statement 



The person making this statement is 

(check each applicable item) 
. (a) □ the inventor(s) who signs below 



SIGNATURE OF INVENTOR 



(type name of inventor who is signing) 

(b) □ an Individual associated with the filing and prose- 
cution of this application (37 C.F.R. § 1.56(c)) 



SIGNATURE OF INVENTOR 



(type name of inventor who Is signing) 

(c) S the practitioner who signs below on the basis of 
the Information: 

(check each applicable Item) 

□ supplied by the inventor(s). 

□ supplied by an individual associated with the filing and prosecution 
of this application. (37 C.F.R. § J .56(c)) 

B In the practitioner's file. 




SIGNATURE OF PRACTmONER 

Reg. No.;iQ ^97 

^^'^^^ P^ynond K. Roberts 



_ . . , . . (type or print name of practitioner) 

Tel. No.: (jos ) 558-9950 

P.O.Box 52037 



Customer No.: P.O, Address 

Palo Alto, CA 94303-0746 



(Information Disclosure Statement—Section 10. Identification of Person(s) Making This Information Disclosure 

Statement [6-1}— page —JL of — S ) 



